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- The MAILING DATE of this communication appears on the cover sh et with the correspond nee address - 
Period for R ply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE THREE MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1) ED Responsive to communication(s) filed on Aug 12. 2002 



2a) □ This action is FINAL. 2b) ED This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qu9jd/§35 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) 53 Claim(s) 1-3. 10-16. and 45 is/are pending in the applies 

4a) Of the above, claim(s) . is/are withdrawn from considers 

5) □ Claim(s) is/are allowed. 

6) OS Claim(s) 1-3. 10-16. and 45 is/are rejected. 

7) □ Claim(s) is/are objected to. 

8) □ Claims are subject to restriction and/or election requirem 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are alJH accepted or bp objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1 ) □ The proposed drawing correction filed on is: aP approved b)Ddisapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) □ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C § 119(a)-(d) or (f). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) □ Acknowledgement is made of a claim for domestic priority under 35 U.S.C § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C §§ 120 and/or 121. 
Attachment(s) 

1) Notice of References Cited (PT0-892) 4) □interview Summary (PTO-4 13) Paper No(s). 

2) □Notice of Drafts person's Patent Drawing Review (PTO-948) 5) □Notice of Informal Patent Application (PTO-152) 

3) □information Disclosure Statement(s) (PTO-1449) Paper No(s). 6) □other: 



U. S. Patent and Trademark Office 

PTO-326(Rev. 04-01) 
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DETAILED ACTION 

Please note: The number of Art Unit 1627 has been changed to 1639. Please direct all 
correspondence for this case to Art Unit 1639. 

1. The Response filed August 12, 2002 (Paper No. 8) is acknowledged. Claims 4-9 
and 17-44 were cancelled and claims 3, 13, 15 and 16 were amended. Therefore, claims 
1-3, 10-16 and 45 are pending and under examination. 

Withdrawn Rejections 

2. The objection to the Abstract is withdrawn in view of applicant's submission of a 
new Abstract. The rejections under 35 U.S.C. 1 12, second paragraph are withdrawn in 
view of applicant's claim amendments. Also, the rejections under 35 U.S.C. 102 and 103 
are withdrawn in view of applicant's arguments. However, new rejections are made. 
Since the new rejections were not entirely necessitated by amendment to the claims, the 
case remains in non- final status. 

Response to Arguments 

3. Applicant's arguments filed August 12, 2002 were found persuasive with respect 
to the Still et al reference and the rejections based on this reference are withdrawn. New 
rejections follow below. 
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Election/Restriction 

4. As stated in the Restriction Requirement, claim 1 contains four different 
inventions. Applicant elected to examine, with traverse, the invention of Group I (claims 
1 (in part), 2, 3, 10, 11-16 and 45). The traversal was addressed in the last Office Action 
and the Restriction Requirement was made final. In the previous Office Action 
(paragraph 7), the examiner stated that claim 1 is examined to the extent of the elected 
subject matter only. Thus the rest of claim 1, pertaining to the non-elected inventions, 
should be considered as withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to non-elected inventions (the requirement having been 
traversed in Paper No. 6). Applicant has cancelled claims 4-9 and 17-44 as drawn to non- 
elected inventions; however, claim 1 has not been amended to remove the non-elected 
inventions contained within the claim. An amendment to remove the non-elected subject 
matter from claim 1 is respectfully requested. Please also see Objection below. 

Claim Objections 

5. Claim 1 is objected to because of the following informalities: 

As stated above (paragraph 4), claim 1 contains four inventions. 
Restriction within claim 1 was set forth in the Restriction Requirement. 
Applicant has not amended this claim to remove the non-elected subject matter. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371(c) of this title before the invention thereof by the applicant for patent. 

7. The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

8. Claims 1 (in part), 2, 10, 1 1, 12, 14, 15 and 45 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Hochlowski et al (US 6,168,913) as evidenced by Webster's 
Dictionary (1994). 

Hochlowski et al discloses "coding combinatorial chemical libraries 
synthesized on a plurality of solid supports by attaching "tags" that comprise 
fluorine containing compounds in combinations and/or ratios. The tags can be 
decoded while attached to the solid support by fluorine nuclear magnetic 
resonance spectroscopy. . (see Abstract). Various fluorine containing tags are 
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disclosed by the reference (see column 5, line 15 through column 13, line 21); 
these read directly on the claimed fluorous {tagging} moieties that differ in 
fluorous content or structure of instant claims 2, 12 and 15. 

The reference discloses using FNMR to identify the tags (see, for 
example, column 3, lines 2-21 and column 23, lines 1-14), creating for each solid 
support a code that generates "an unique FNMR spectrum" (column 4, lines 4- 
10). Note that for the purposes of this rejection that the term "separating" is given 
the art-recognized definition of "to discriminate or differentiate between", as 
evidenced by Webster's Dictionary. Thus, Hochlowski et al discloses 
"separating" the compounds of their coded libraries as the FNMR spectrum 
clearly differentiates between the tagged library members (see, for example, 
column 23, lines 1-14, Example 2 and patented claims). The separation discussed 
above is based on differences between the FNMR chemical shifts of the tagging 
moieties, see column 5, line 15 through column 13, line 21 {especially column 5, 
line 29} and Figures. This also reads on the "differences in fluorous nature" in 
instant claims 1, 1 1 and 14 and also on the "differences between the first tagging 
moiety and the second tagging moiety" in instant claim 45. Lastly, as the 
chemical shifts of the tags are known, the "order" of separation (i.e. placement of 
peaks in the FNMR spectrum) to identify the compounds that are tagged is 
deemed to be "predetermined", as recited in instant claims 10 and 45. 
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9. Claim 45 is rejected under 35 U.S.C. 102(b) as being anticipated by Brenner (US 
5,604,097). 

Brenner discloses "a method of tracking, identifying, and/or sorting 
classes or subpopulations of molecules by the use of oligonucleotide tags" (see 
Abstract). The "sorting" of Brenner reads on the claimed "separating". 
Specifically, see patented claim 1 of the reference. The method disclosed in this 
claim reads on instant claim 45 where "each polynucleotide in a population of 
polynucleotides" reads on the first and second compounds of the claims and the 
"oligonucleotide tags" read on the claimed tagging moieties. Each polynucleotide 
has a different oligonucleotide tag attached thereto (column 35, lines 3-5) and the 
polynucleotides from the population are sorted based on the hybridization of the 
tags (i.e. separated based upon "differences between the first tagging moiety and 
the second tagging moiety" as in instant claim 45). The hybridization events are 
controlled by the position of the complements, which are spatially arrayed 
(column 35, lines 15-19), reading on the "predetermined fraction" of the instant 
claim. 



Claim Rejections - 35 USC § 103 
1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
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matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made, absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

12. Claims 1 (in part), 2, 3, 10-16 and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Curran et al (US 5,859,247; of record) and Hochlowski et al (US 
6,168,913), as set forth above. 

Curran et al teach separation techniques where "organic/fluorous phase 
separation techniques are used to effect separations" (see Abstract). These 
techniques are defined in column 3, line 35 - column 4, line 4 of the reference and 
read on the separations of instant claims 1, 2, 11, 12, 14 and 15, especially with 
respect to tagging moieties that differ in fluorous content. Fluorous reversed 
phase chromatography is specifically described, column 3, line 49 - column 4, 
line 4 (reading on claims 3, 13 and 16). Curran et al teach that these methods are 
preferred for separations (and synthesis) of combinatorial libraries (see column 8, 
line 50 - column 9, line 32). The reference also teaches that a "plurality of 
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fluorous moieties" can be used "such that any fluorous reaction components . . . 
are separable from the target organic product" (column 6 5 lines 29-43) and that "it 
may be desirable to have more than one tag per molecule, and these tags may be 
the same or different" (column 16, lines 49-50). 

Curran et al lacks the specific teaching of using multiple fluorous tags and 
separations based on differences between them. 

However, the use of multiple tags in the synthesis and analysis of 
combinatorial libraries was well established in the art at the time of filing. For 
example, Hochlowski et al teaches "coding combinatorial chemical libraries 
synthesized on a plurality of solid supports by attaching "tags" that comprise 
fluorine containing compounds in combinations and/or ratios. The tags can be 
decoded while attached to the solid support by fluorine nuclear magnetic 
resonance spectroscopy. . ." (see Abstract). Various fluorine containing tags are 
taught by the reference (see column 5, line 15 through column 13, line 21); these 
read directly on the claimed fluorous {tagging} moieties that differ in fluorous 
content or structure of instant claims 2, 12 and 15. 

Hochlowski et al teaches using FNMR to identify the tags (see, for 
example, column 3, lines 2-21 and column 23, lines 1-14), creating for each solid 
support a code that generates "an unique FNMR spectrum" (column 4, lines 4- 
10). Thus, Hochlowski et al clearly teaches differentiating between the tagged 
library members using their FNMR spectrum (see, for example, column 23, lines 
1-14, Example 2 and patented claims). The differentiation discussed above is 
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based on differences between the FNMR chemical shifts of the tagging moieties, 
see column 5, line 15 through column 13, line 21 {especially column 5, line 29} 
and Figures. This also reads on the "differences in fluorous nature" in instant 
claims 1, 1 1 and 14 and also on the "differences between the first tagging moiety 
and the second tagging moiety" in instant claim 45. Lastly, as the chemical shifts 
of the tags are known, the "order" of separation (i.e. placement of peaks in the 
FNMR spectrum) to identify the compounds that are tagged is deemed to be 
"predetermined", as recited in instant claims 10 and 45. 

Therefore it would have been prima facie obvious to one of ordinary skill 
in the art at the time of the invention to use multiple fluorous tags in the fluorous 
separations (i.e. reversed phase chromatography) of Curran et al. A person of 
ordinary skill in the art would have been motivated to do so based on the 
teachings of Hochlowski et al regarding the use of multiple fluorine containing 
tags in order to separate and identify each library compound (see column 2, line 
65 through column 3, line 21). Also, the methodology of Curran is advantageous 
for combinatorial synthesis and analysis for a variety of reasons (see column 8, 
line 28 through column 9, line 1 1), such as allowing for reactions to be conducted 
in homogeneous phases. One would have been further motivated and had a high 
expectation of success because the tags of both Curran et al and Hochlowski et al 
are fluorine containing compounds. 
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Double Patenting 

1 3 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude 1 ' granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
All F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

14. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). Effective January 1, 1994, a 
registered attorney or agent of record may sign a terminal disclaimer. A terminal 
disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). 

15. Claims 1 (in part), 2, 3, 10, 11-16 and 45 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-9 of 
US 5,859,247 (of record) in view of Hochlowski et al (US 6,168,913). 

An obviousness-type double patenting rejection is appropriate where the 
conflicting claims are not identical, but an examined application claim not is 
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patentably distinct from the reference claim(s) because the examined claim is 
either anticipated by, or would have been obvious over, the reference claim(s). 
See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In reLongU 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985). 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the recited claims in the patent and in the instant 
application encompass separations based on differences in fluorous nature. The 
instant method uses more than one tagging moiety, while the method of US 
5,859,247 only recites one tagging moiety. However, the method instantly 
claimed would be obvious over that in claims 1-9 of US 5,859,247 because to use 
more than one tagging moiety (to aid in the separation) would be obvious to one 
of ordinary skill. This is demonstrated by the teachings of Hochlowski et al, 
which teach the differentiation of library members using a plurality of fluorine 
containing tags (see Abstract and column 5, line 15 through column 13, line 21). 

Therefore it would have been prima facie obvious to one of ordinary skill 
in the art at the time of the invention to use multiple fluorous tags in the fluorous 
separations of Curran et al. A person of ordinary skill in the art would have been 
motivated to do so based on the teachings of Hochlowski et al regarding the use 
of multiple fluorine containing tags in order to separate and identify each library 
compound (see column 2, line 65 through column 3, line 21). One would have 
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been further motivated and had a high expectation of success because the tags of 
both Curran et al and Hochlowski et al are fluorine containing compounds. 

Status of Claims/Conclusion 

16. No claims are allowed. 

17. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maurie Garcia Baker, Ph.D. whose telephone number is 
(703) 308-0065. The examiner can normally be reached on Monday-Thursday from 9:30 
to 7:00 and alternate Fridays. 

18. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Wang, can be reached on (703) 306-3217. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 308-4242. 
Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 



Maurie Garcia Baker, Ph.D. 
October 28, 2002 




MAURIE GARCIA BAKER, Ph.D. 
PATENT EXAMINER 



